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REMARKS 

Support for the amendment of claims 21, 24 and 28 may be found inter alia in Applicants' original claims 
and Applicants' specification as originally filed at: 

page 5, line 4 through page 6, line 8; 

page 3, lines 3-8; and 

page 3, lines 17-21. 

Accordingly, no new matter has been introduced. 

As a preliminary matter, Applicants appreciate the courtesy of the telephonic Examiner Interview 
conducted on 02/08/2006, wherein Applicants agreed to consider limitation of the fatty alcohols to those 
corresponding to cosmetic and emollient applications in order to expedite prosecution. 

In the 1 1/30/2005 Office Action, the Examiner has rejected claims 21-31 pending in the application. 
After entry of the foregoing amendments, claims 21-31 remain pending in the application. 
Reconsideration of the previously pending and currently amended claims is respectfully requested. 

35 U.S.C. §112 

Claim 24 has been rejected under 35 U.S.C. §112 second paragraph as being purportedly indefinite. 
Applicants' have amended claim 24 to narrow the scope as to composition of the fatty alcohol 
component. Skilled artisans will appreciate that a composition "consisting essentially of a substantially 
pure fatty alcohor (in the context of the present invention as described in claim 24) generally 
corresponds to a fatty alcohol composition that is essentially free of additional compositional components 
that may operate to prevent or otherwise impede acylation of the fatty alcohol component. 

Claim 26 has been rejected under 35 U.S.C. §112 second paragraph as being purportedly indefinite. 
Applicants respectfully traverse. Claim 26 further limits the scope of independent claim 21, such that the 
disclosed fatty alcohols may be classified as either primary (1°), secondary (2°) or tertiary (3°). If claim 
21 is deemed to "particularly point out and distinctly claim" Applicants' invention, claim 26 must also be 
deemed to meet the criteria of the second paragraph of 35 U.S.C. §112; at least to the extent that further 
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limitation of the claimed subject matter serves the purpose of more "particularly" and more "distinctly" 
claiming the subject matter of Applicants' invention. However, to directly answer the Examiner's 
question as to "what other types of alcohols are not included by primary, secondary or tertiary alcohols"; 
Applicants' are unaware of any organic alcohol that may not be classified as at least a primary (1°), 
secondary (2°) or tertiary (3°) alcohol. 

Claims 28-31 have been rejected under 35 U.S.C. §112 second paragraph as being purportedly indefinite. 
Applicants respectfully traverse. Claim 28 uses the conventional designation 'R' to denote a carbon- 
containing residue. See, for example, Andrew Streitwieser et ah, "Introduction to Organic Chemistry", 
Fourth Edition, p. 36, MacMillan Publishing Company, New York, NY, 1992; and Brown & Foote, 
"Organic Chemistry", Second Edition, p. 55, Saunders College Publishing, Fort Worth, TX, 1994. 
Similarly, Rj is defined in claim 28 as specifically corresponding to "an alkyl substituent [...] having 
between 1 and 5 carbons". Accordingly, skilled artisans would appreciate the use of the conventional 
variables "R" and "R]" to be effective to "particularly point out and distinctly claim the subject matter" of 
Applicants' invention. 

Accordingly, Applicants' respectfully request that the Examiner withdraw the rejections under 35 U.S.C. 
§ 1 1 2 second paragraph with respect to claims 24, 26 and 28-31 as amended. 



35 USC § 102(b) 

Claims 21, 22 and 24-26 stand rejected under 35 U.S.C. § 102(b) as being purportedly anticipated by 
Sarabia et al 

In order for a reference to be anticipating, each and every element of Applicants' claimed subject matter 
must be contained in the cited reference. Nowhere does Sarabia disclose the limitation of differential 
improvement of spreading properties in a topical cosmetic formulation. The Examiner admits that 
Sarabia fails to disclose "the spreading properties of the fatty alcohol are increased over the spreading 
properties originally exhibited" - now appearing in the pending claims as amended. Thus, because 
Sarabia does not disclose the limitation of differential improvement of spreading properties, Sarabia may 
not be properly regarded as an anticipating § 102(b) reference. 

Applicants' respectfully submit that the pending claims as amended are allowable over Sarabia. 
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Claims 21-27 stand rejected under 35 U.S.C. § 102(b) as being purportedly anticipated by Burke et al 

In order for a reference to be anticipating, each and every element of Applicants' claimed subject matter 
must be contained in the cited reference. Nowhere does Burke disclose the limitation of differential 
improvement of spreading properties in a topical cosmetic formulation. The Examiner admits that Burke 
fails to disclose "the spreading properties of the fatty alcohol are increased over the spreading properties 
originally exhibited" - now appearing in the pending claims as amended. Thus, because Burke does not 
disclose the limitation of differential improvement of spreading properties, Burke may not be properly 
regarded as an anticipating § 102(b) reference. 

Applicants' respectfully submit that the pending claims as amended are allowable over Burke. 

Claims 1-27 stand rejected under 35 U.S.C. § 102(b) as being purportedly anticipated by Brown et al 

Claims 1-20 have been previously cancelled in Applicants' Response to the Office Action dated 
06/07/2005. 

In order for a reference to be anticipating, each and every element of Applicants' claimed subject matter 
must be contained in the cited reference. Nowhere does Brown disclose the limitation of differential 
improvement of spreading properties in a topical cosmetic formulation. The Examiner admits that Brown 
fails to disclose "the spreading properties of the fatty alcohol are increased over the spreading properties 
originally exhibited" - now appearing in the pending claims as amended. Thus, because Brown does not 
disclose the limitation of differential improvement of spreading properties, Brown may not be properly 
regarded as an anticipating § 102(b) reference. Applicants' respectfully submit that the pending claims as 
amended are allowable over Brown. 

Claims 21-27 stand rejected under 35 U.S.C. § 102(b) as being purportedly anticipated by Serebryakov et 
al 

In order for a reference to be anticipating, each and every element of Applicants' claimed subject matter 
must be contained in the cited reference. Nowhere does Serebryakov disclose the limitation of 
differential improvement of spreading properties in a topical cosmetic formulation. The Examiner admits 
that Serebryakov fails to disclose "the spreading properties of the fatty alcohol are increased over the 
spreading properties originally exhibited" - now appearing in the pending claims as amended. Thus, 
because Serebryakov does not disclose the limitation of differential improvement of spreading properties, 
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Serebryakov may not be properly regarded as an anticipating § 102(b) reference. Applicants 5 respectfully 
submit that the pending claims as amended are allowable over Serebryakov. 

Claim 21 stands rejected under 35 U.S.C. § 102(b) as being purportedly anticipated by SU 1432054. 

In order for a reference to be anticipating, each and every element of Applicants' claimed subject matter 
must be contained in the cited reference. Nowhere does SU 1432054 disclose the limitation of 
differential improvement of spreading properties in a topical cosmetic formulation. The Examiner admits 
that SU 1432054 fails to disclose "the spreading properties of the fatty alcohol are increased over the 
spreading properties originally exhibited" - now appearing in the pending claims as amended. Thus, 
because SU 1432054 does not disclose the limitation of differential improvement of spreading properties, 
SU 1432054 may not be properly regarded as an anticipating § 102(b) reference. Applicants' 
respectfully submit that the pending claims as amended are allowable over SU 1432054. 



35 USC § 103(a) 

Claims 21-31 stand rejected under 35 U.S.C. § 103(a) as being unpatentable over various references. 

The Examiners assertion that "any physical characteristic possessed, or observed by the fatty alcohol 
products of the claimed invention, including spreadability, would necessarily be also possessed by the 
products set forth in the references, or at least these characteristics would be within the motivation of 
those of ordinary skill" is incorrect. Specifically, there are several fatty alcohol compositions whose 
spreadability characteristics are not improved upon acylation. For example, the following representative 
fatty alcohols do not demonstrate improved spreadability characteristics upon acylation: jojoba, behenyl 
and lignoceryl acetates. 

It is important to note that the pending claims of Applicants' instant invention claim methods for 
improving the spreading properties of fatty alcohol containing compositions and not the acylated fatty 
alcohol compositions themselves. That taken in conjunction with representative examples of fatty 
alcohols provided vide supra (whose spreadability characteristics are not improved upon acylation) 
demonstrate that the Examiner's assertion concerning improvement in spreadability characteristics as a 
purported natural consequence of acylating any fatty alcohol is in error. 
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At page 10, line 22 of the pending Office Action, the Examiner states "[...] those of ordinary skill would 
expect, barring any objective evidence to the contrary, that any physical characteristic possessed, or 
observed by the fatty alcohol products of the claimed invention, including spreadability , would [...] be 
also possessed by the products set forth in the reference^] [...]" (emphasis added). However, the 
Examiner has been provided with "objective evidence to the contrary". Specifically, there are several 
fatty alcohol compositions whose spreadability characteristics are not improved upon acylation. For 
example, the following representative fatty alcohols do not demonstrate improved spreadability 
characteristics upon acylation: jojoba, behenyl and lignoceryl acetates. 

To establish a prima facie case of obviousness, three basic criteria must be met. First, there must be some 
suggestion or motivation, either in the references themselves or in the knowledge generally available to 
one of ordinary skill in the art, to modify the reference or to combine reference teachings. Second, there 
must be a reasonable expectation of success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. (MPEP 2143). Additionally, the teaching or 
suggestion to make the claimed combination and the reasonable expectation of success must both be 
found in the prior art, and not in Applicant's disclosure. In re Vaeck, 947 F.2d 488, 20 USPQ2d 1438 
(Fed.Cir. 1991). 

Applicants submit that there is no motivation or suggestion to be found in the Sarabia, Burke, Brown, 
Serebryakov or SU 1432054 references (taken alone or in combination), nor in the knowledge generally 
available to one of ordinary skill in the art, to modify or to combine the references with any other teaching 
to practice Applicants' invention. Additionally, Applicants refer the Examiner to the examples of fatty 
alcohols whose acylation products do not demonstrate improved spreadability properties as compared 
with their fatty alcohol starting materials. See, for example, the acylated fatty alcohol products of jojoba, 
behenyl, and lignoceryl acetates. 

Furthermore, because there is no motivation or suggestion to combine any of the references with any 
other reference or teaching to practice Applicants' invention, there can be no reasonable expectation of 
success. Where there is no motivation to combine, any expectation would only be unreasonable, absent a 
suggestion or motivation to make such a combination. Accordingly, Applicants' pending claims, as 
amended, may not properly be considered as obvious under § 103(a). 

That notwithstanding, even if such a combination of the numerous cited references were to be attempted, 
such a combination would not teach or suggest the unexpected result corresponding to the dramatic 
improvement of spreading properties in accordance with Applicants' instant invention. 

11 

of 13 



Application Serial No. 10/683,787 :: FLORA.1200JJS 

Response dated 02/28/2006 :: Reply to Office Action dated 1 1/30/2005 



The Examiner has failed to produce any reference motivating or suggesting that the spreadability 
characteristics of a fatty-alcohol containing cosmetic preparation may be improved with differential 
acylation of fatty alcohol components of the cosmetic preparation. Accordingly, Applicants' pending 
claims, as amended, may not properly be regarded as obvious under § 103(a). 

Furthermore, contrary to the Examiner's various assertions in the pending Office Action, one may not 
assume that the spreadability characteristics "would be within the motivation of those of ordinary skill". 
See, for example, Akamai Technologies, Inc. v. Cable & Wireless Internet Services, Inc., 344 F.3d 1 186 
(Fed. Cir. 2003) ("When a rejection depends on a combination of prior art references, there must be some 
teaching, suggestion, or motivation to combine the references."); Teleflex, Inc. v. Ficosa North American 
Corp., 299 F.3d 1313 (Fed. Cir. 2002) ("The showing of a motivation to combine must be clear and 
particular, and it must be supported by actual evidence.") (citing In re Dembiczak, 175 F.3d 994, 999 
(Fed. Cir. 1999)); Carella v. Starlight Archery, 804 F.2d 135 (Fed. Cir. 1986) ("Obviousness cannot be 
established by combining the teachings of prior art to produce the claimed invention, absent some 
teaching, suggestion or incentive supporting the combination.") and In re Gordon, 733 F.2d 900 (Fed. 
Cir. 1984) ("The fact that a prior art device could be modified so as to produce the claimed device is not a 
basis for an obviousness rejection unless the prior art suggested the desirability of such a modification"). 

As the Examiner admits, none of the cited references teach the claimed components of Applicants' 
invention with sufficient specificity to suggest the claimed methods of differentially improving the 
spreadability characteristics of acylated fatty alcohols in a topical cosmetic formulation. Since the 
claimed elements of Applicants' disclosure are not found in the cited references, and since there is no 
motivation found in the references for supplying the missing components, and since there is no teaching 
or suggestion for combining those components in the manner proposed by the Examiner, the cited 
references fail to render Applicants' claims obvious. Specifically, nowhere in any of the references of 
record is any teaching or suggestion to be found concerning the differential improvement of spreadability 
in a topical cosmetic formulation of acylated fatty alcohols. 

Accordingly, Applicants respectfully request that the Examiner withdraw the §103(a) rejection of claims 
21-31. 



12 

of 13 



Application Serial No. 10/683,787 :: FLORA.1200JJS 



Response dated 02/28/2006 :: Reply to Office Action dated 1 1/30/2005 

CONCLUSION 

Allowance of all pending claims is respectfully requested. 

No amendment made herein was related to the statutory requirements of patentability unless expressly 
stated; rather any amendment not so identified may be considered as directed inter alia to clarification of 
the structure and/or function of the invention and Applicants' best mode for practicing the same. 
Additionally, no amendment made herein was presented for the purpose of narrowing the scope of any 
claim, unless Applicants have argued that such amendment was made to distinguish over a particular 
reference or combination of references. Furthermore, no election to pursue a particular line of argument 
was made herein at the expense of precluding or otherwise impeding Applicants from raising alternative 
lines of argument later during prosecution. Applicants 5 failure to affirmatively assert specific arguments 
is not intended to be construed as an admission to any particular point raised by the Examiner. 

Should the Examiner have any questions regarding this Response and Amendment or feel that a telephone 
call to the undersigned would be helpful to advance prosecution of this matter, the Examiner is invited to 
call the undersigned at the number given below. 



Respectfully submitted, 
ATTORNEY FOR APPLICANT 



Date: 02/28/2006 




Douglas W. Gilm6/e 
Attorney at Law 1/ 
Reg. No. 48690 



NOBLITT & GILMORE, LLC 
4800 North Scottsdale Road 
Suite 6000 

Scottsdale, Arizona 85251 



Telephone: 
Facsimile: 



(480) 994-9869 
(480) 994-9025 



DWG:aes 
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COMMISSIONER FOR PATENTS 



P.O. Box 1450 

Alexandria, Virginia 22313-1450 



